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Legislation to extend copyright protection to fashion designs
reintroduced in Congress

By Gina M. McCreadie

On April 30, 2009, Representative William Delahunt (D-MA) reintroduced the Design Piracy
Prohibition Act (H.R. 2196), which extends copyright protection to fashion designs embodied in
clothing and certain accessories, if certain conditions are met. The act has been referred to the House
Committee on the Judiciary, where Representative Delahunt and many of the bill’s cosponsors sit.
This is the third consecutive year in which a version of this act has been introduced in Congress.

If passed, the act would amend 17 U.S.C. §§ 1301, ¢ seq., which governs copyright protection of
vessel hull designs, to afford copyright protection to fashion designs embodied in, among other
things, clothing, handbags, wallets, belts, footwear, headgear, and eyeglass frames. As currently
drafted, a “fashion design” constitutes the appearance of an article of apparel as a whole, including
any ornamentation, and specifically protects any original elements or the arrangement or placement
of any elements incorporated in the overall appearance of the article of apparel. The presence or
absence of any particular color, or of any pictorial or graphic work imprinted on fabric, is not
considered when determining the originality of the fashion design or similarity for the purposes of
infringement.

The act limits copyright protection for fashion designs to three years from the date of registration or
the date on which the fashion design was first made public, whichever date is earlier. In addition, a
fashion design is eligible for registration only if the application is made by the owner within six
months of the date on which the design was first made public in the United States or a foreign
country. The act also increases the statutory penalty for knowingly making a false representation for
the purpose of obtaining registration of a design to no less than $5,000 and no more than $10,000.

Under the act, it is an infringement to make, have made, import, sell, or distribute any article
embodying a fashion design that was: (1) copied from a protected design, or an image of such design,
without authorization; and (2) created with knowledge, or with reasonable grounds to know, that
such design was protected. An illustration or picture of a protected design in an advertisement,
photograph, book, newspaper, broadcast, motion picture, or similar medium does not constitute an
infringement. Further, a fashion design is not deemed to have been copied from a protected design
if: (1) it is original and not closely and substantially similar in overall visual appearance to the
protected design; (2) it merely reflects a trend; or (3) it is the result of independent creation. “Trend”
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is defined as “a newly popular concept, idea, or principle expressed in, or as part of, a wide variety of
designs of articles of apparel that create an immediate amplified demand for articles of apparel
embodying that concept, idea, or principle.” If infringement is established, the court may award—in
addition to the copyright owner’s actual damages—enhanced damages of $250,000 or $§5 per copy,
whichever is greater.

The act also expressly applies the doctrines of secondary infringement and liability to fashion designs,
and provides that any person who is liable under these doctrines is subject to all of the remedies
available to the copyright owner, including any remedies attributable to the underlying infringement.
Although these doctrines have long been recognized in case law, this proposed amendment would
codify these doctrines in the Copyright Act.

Finally, the act contemplates creation of a searchable electronic database, to be maintained by the
U.S. Copyright Office and available to the public without a fee, of all fashion designs submitted for
registration. The database will contain, for each design: the name and address of the copyright owner
(and designer, if different); the name of the design; a visual representation of the design; the date on
which the design was first made public (if any); affirmation that the design has been affixed in an
article; and the status of the design’s registration, including whether the registration has been granted,
denied, cancelled, or expired. To assist in this process, any application for registration must contain a
brief description of the design for purposes of matching the search criteria in this database (which
description shall not limit the copyright protection afforded to the design or the subject matter of the
registration).

Proponents of this legislation support protection of fashion designs for a limited time, given the time
and expense involved in creating the designs and bringing them to market, and the need to afford a
meaningful way to combat counterfeiting and piracy in the fashion industry. For example, when a
designer debuts a design on the red carpet of an award show, it is usually only a manner of days
before “knock-offs” appear on the market at drastically lower prices. Others point to the fact that the
United States lags behind Europe, which has long provided copyright protection to fashion designs.
Proponents also argue that copyright protection for fashion designs is needed for younger designers,
who struggle to make their names in the fashion industry only for others to copy their designs
without any concern for recourse.

Critics argue that copyright protection for fashion designs is unnecessary, as it has never existed and
the apparel industry in the United States generates more than $1 billion per year. Others argue that
copyright protection will only hinder competition and innovation among designers in the
marketplace, as well as harm consumers by offering less appatel choices at different price points.
Critics also argue that such legislation will only lead to a flood of copyright litigation, which would
have a chilling effect on the industry. Further, designers would be required to clear all new designs
with their attorneys, and young designers would be disadvantaged because they are unlikely to have
the resources to hire such attorneys.

In the past two Congresses, each version of the Design Piracy Prohibition Act has been referred to
committee (or subcommittee), but not reported out for a full vote by the House of Representatives
or the Senate, as appropriate. It is too early to tell whether the current version of the act will suffer
from the same fate this Congress.
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